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DETAILED ACTION 
Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-5, 7, 9-11, 17 and 22-26 are finally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 7-10 
of U.S. Patent No. 6,757,052 in view of Bielagus et al (US Patent 5,937,923). 

The claims of the instant application recite most of the elements of the patented 
claims except for a wearshoe. Bielagus teaches a rotary cutter blade clamp having a 
wearshoe for mounting a knife (114. It would have been obvious to one of ordinary skill 
in the art to incorporate a wearshoe as suggested by Bielagus in U.S. Patent No. 
6,757,052 for the reasons set forth above. 



Claim Rejections - 35 USC §112 
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The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 3-5, 18, 19, and 27 are finally rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 1 is vague and indefinite because in line 8 of the claim recites "said 
portions (clamping member and wear shoe) spaced apart by a gap that is greater than 
said thickness so that said knife is note clamped between said portions whereas the 
claim further recites in lines 10-13, "the apparatus adapted for elastically deflecting said 
upper clamping member to bring said portions closer together and narrow said gap until 
sufficient deflection is produced to entirely close said gap whereupon said portions 
clamp the knife". It is not clear whether the knife is clamped between the clamping 
member and wears shoe portions. It should be noted that in par. 2 on page 8 of the 
disclosed specification, the knife is held between the upper clamping member and wear 
shoe. Applicant attention is also directed to Figure 6 of the disclosed invention. 
Clarification of the scope of the claims is required in response to this Office Action. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



Application/Control Number: 10/789,268 
Art Unit: 3725 



Page 4 



Claim 1 is finally rejected under 35 U.S.C. 102(b) as being anticipated by either 
of Salzmann (US Patent 3,559,705) or Buhayar (US Patent 4,709,607). 

The device of either Salzmann or Buhayar teaches the elements of the claimed 
invention including a knife (30 or 28, respectively) having spaced-apart first and second 
sides defining a thickness of the knife; a base (22 or 24, respectively); a wear shoe (27 
or 1 14, respectively); and an upper clamping member (36 or 132, respectively), for 
mounting to one side of said base and said wearshoe for mounting to an opposite side 
of said base, said upper clamping member cantilevered from said base, said upper 
clamping member and said wearshoe having corresponding portions for receiving said 
first and second sides of said knife, respectively, said portions spaced apart by a gap 
that is greater than said thickness so that said knife is not clamped between said 
portions, the apparatus adapted for elastically deflecting and thereby bending said 
upper clamping member to bring said portions closer together and narrow said gap until 
sufficient deflection is produced to entirely close said gap whereupon said portions 
clamp the knife (fig. 9 or fig. 3, respectively) as recited in claim 1 

Claims 1 , 3-5, 7,15,18,19, 20, 21 , 27 and 28 are finally rejected under 35 
U.S.C. 102(b) as being anticipated by either of Bielagus et al (US Patent 5,937,923). 

The device of either Bielagus et al teaches the elements of the claimed invention 
including a knife (80) having spaced-apart first and second sides defining a thickness of 
the knife; a base (34); a wear shoe (42); and an upper clamping member (76), for 
mounting to one side of said base and said wearshoe for mounting to an opposite side 
of said base, said upper clamping member cantilevered from said base, said upper 
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clamping member and said wearshoe having corresponding portions for receiving said 
first and second sides of said knife, respectively, said portions spaced apart by a gap 
that is greater than said thickness so that said knife is not clamped between said 
portions, the apparatus adapted for elastically deflecting and thereby bending said 
upper clamping member to bring said portions closer together and narrow said gap until 
sufficient deflection is produced to entirely close said gap whereupon said portions 
clamp the knife (fig. 6) as recited in claim 1 ; 

at least one bolt (78 of Bielagus et al) mount the wear shoe and base together 
and includes cooperatively interlocking portions (see marked copy fig. 6 of Bielagus et 
al) to prevent movement of the base relative to the wear shoe, in a first direction toward 
the knife and perpendicular to the axis of the bolt, the interlocking portions meeting so 
as to define an angle with respect to the first direction that is in a range 45-60 degrees 
as recited in claim 3 (Note the Examiner takes the position that interlocking portions 
defines an angle between the claimed range, specifically 50 degrees); 

the wear shoe and said base include cooperatively ramping portions (see marked 
copy figure 6) defining an angle 9 inclined with respect to said first direction and 
adapted to resist movement of said base, relative to said wear shoe, in a second 
direction opposite to said first direction as recited in claims 4 and 7 (The Examiner takes 
the position that the cooperatively ramping portions defines the angle 0 about 5 
degrees— as required by claim 18 and 19); 

the wear shoe and base include cooperatively ramping portions (see marked 
copy figure 6 of Bielagus et al), relative to said wear shoe, in a direction away from the 
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knife and perpendicular to the axis of the bolt, the ramping portions defining an angle 9 
inclined with respect to the direction as recited in claim 5; 

a base (34 of Bielagus et al); a wear shoe (42 of Bielagus et al); at least one bolt 
mounting said wear shoe and base together at one side of said base (78 of Bielagus et 
al); and an upper clamping member (76 of Bielagus et al) for mounting engagement with 
said base at an opposite side of said base for clamping the knife between said upper 
clamping member and said wear shoe, wherein said wear shoe and said base include 
cooperatively interlocking portions (see marked copy figure 6 as set forth in previous 
Office Action) adapted to substantially prevent movement of said base, relative to said 
wear shoe, in a first direction toward the knife and perpendicular to the axis of said bolt, 
said interlocking portions meeting so as to define an angle 6 with respect to said first 
direction that is in the range 45 - 60 degrees as recited in claim 20; 

a base (34 of Bielagus et al); a wear shoe (42 of Bielagus et al); at least one bolt 
(78 of Bielagus et al) mounting said wear shoe and base together at one side of said 
base; and an upper clamping member for mounting engagement with said base at an 
opposite side of said base for clamping the knife between said upper clamping member 
and said wear shoe, wherein said wear shoe and said base include cooperatively 
ramping portions adapted to substantially prevent movement of said base, relative to 
said wear shoe, in a first direction away from the knife and perpendicular to the axis of 
said bolt, said ramping portions defining an angle 9 inclined with respect to said first 
direction about 5 degrees. 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claim 9 is finally rejected under 35 U.S.C. 102(e) as being anticipated by Loth 
(US Patent 6.561,885) 

The applied reference has a common invention with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .1 32 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 

Loth teaches the elements of the claimed invention including a knife (fig. 2) 
having spaced-apart first and second sides defining a thickness of the knife; a base 
(1 .2); a wear shoe (1 .6); and an upper clamping member (1 .3), for mounting to one side 
of said base and said wear shoe for mounting to an opposite side of said base, said 
upper clamping member and said wear shoe having corresponding portions for 
receiving said first and second sides of said knife, respectively, said portions spaced 
apart by a gap that is greater than said thickness so that said knife is not clamped 
between said portions, the apparatus adapted for elastically deflecting said upper 
clamping member to bring said portions closer together and narrow said gap until 
sufficient deflection is produced to entirely close said gap whereupon said portions 
clamp the knife (fig. 2) as recited in claim 1 ; 
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at least one bolt (fig. 2) mount the wear shoe and base together and includes 
cooperatively interlocking portions (see marked copy fig. 2 of Loth in previous Office 
Action) to prevent movement of the base relative to the wear shoe, in a first direction 
toward the knife and perpendicular to the axis of the bolt, the interlocking portions 
meeting so as to define an angle with respect to the first direction that is in a range 45- 
60 degrees as recited in claim 3 (Note the Examiner takes the position that interlocking 
portions defines an angle between the claimed range, specifically 45 degrees); 

a ring assembly comprising two end plates for rotation about an axis of rotation 
(fig.1); at least two shoulder bolts (fig. 3); and a plurality of knife assemblies (fig. 2), each 
assembly comprising an elongate knife having a cutting edge extending along an 
elongate axis (fig. 2), a clamp for clamping the knife (1 .1 ), and a base (1 .2) for 
supporting at least a portion of said clamp, said assemblies for installation between said 
end plates such that the shoulder portions of said at least two shoulder bolts extend 
through one of said end plates into said base (fig. 3) as recited in claim 9. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3, 4, 1 8, 1 9, 20 and 21 are finally rejected under 35 U.S.C. 1 03(a) as 
being unpatentable over Bielagus et al. 
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In the event Applicant disagrees with the above rejection, it would have been 
obvious to one having ordinary skill in the art, at the time the invention was made, to 
have the interlocking portions of the wear shoe and base of Bielagus et al to define an 
angle with respect to the first direction in the range 45-60 degrees and cooperatively 
ramping portions define an angle about 5 degrees for the purpose of firmly holding the 
knife in place with a minimum amount of applied force. 

Claim 17 are finally rejected under 35 U.S.C. 103(a) as being unpatentable over 
Loth in view of Swartwood et al (US Patent 5,979,522). 

Loth teaches most of the elements of the claimed invention, except for a dual 
cutting edge knife. Swartwood teaches that it is well known to use a dual cutting edge 
knife with a cutting apparatus, such as a chipper disc (fig. 2). It would have been 
obvious to one of ordinary skill in the art to use a dual cutting knife as suggested by 
Swartwood with the apparatus of Loth for the purpose of cutting wood chips or flakes 
form pieces of wood. 

Claims 27 and 28 are finally rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bielagus et al in view of Swartwood et al (US Patent 5,979,522). 

Bielagus et al teaches most of the elements of the claimed invention, except for 
dual cutting edge knife. Swartwood teaches that it is well known to use a dual cutting 
edge knife with a cutting apparatus, such as a chipper disc (fig. 2). It would have been 
obvious to one of ordinary skill in the art to use a dual cutting knife as suggested by 
Swartwood with the apparatus of Bielagus for the purpose of cutting wood chips or 
flakes form pieces of wood. 
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Claims 10, 11, 22-26 are finally rejected under 35 U.S.C. 103(a) as being 
unpatentable over Loth in view of Beilagus et al. 

Loth teaches most of the elements of the claimed invention including a wear 
shoe (1 .6), cooperatively interlocking portions (fig. 2) and cooperatively ramping portions 
(see marked copy fig. 2 noted above). However, Loth fails to teach an upper clamping 
member for mounting to the corresponding base as that the portion of the upper 
clamping member is cantilevered therefrom. Beilagus et al teaches a chip slicer having 
a cantilevered upper clamping member as seen in marked copy figure 6 above. It 
would have been obvious to one of ordinary skill in the art to have the upper clamping 
member of cantilevered as suggested by Beilagus from the base of Loth for the purpose 
firmly holding the knife in place with a minimum amount of applied force. Further, it 
would have been obvious to one having ordinary skill in the art, at the time the invention 
was made, to have the interlocking portions of the wear shoe and base of Loth to define 
an angle with respect to the first direction in the range 45-60 degrees and cooperatively 
ramping portions define an angle about 5 degrees for the purpose of firmly holding the 
knife in place with a minimum amount of applied force. 



Response to Arguments 

In response to Applicant's remarks, the Applicant's attention is directed to the 
above rejection. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bena Miller whose telephone number is 571 .272.4427. 
The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Derris Banks can be reached on 571-272-4419. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Bena Miller/ 

Primary Examiner, Art Unit 3725 
May 7, 2008 



